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1

Procedural History
1.1 The Dispute was filed with the South African Institute of Intellectual
Property Law (the “SAIIPL”) on 11 March 2014. On 11 March 2014
the SAIIPL transmitted by email to UniForum SA a request for the
registry to suspend the domain name(s) at issue, and on 12 March
2014 UniForum SA confirmed that the domain name had indeed been
suspended. In response to a notification by the SAIIPL that the
Dispute was administratively deficient, the Complainant filed an
amendment to the dispute on 14 May 2014. The SAIIPL verified that
the Dispute together with the amendment to the Dispute satisfied the
formal requirements of the .ZA Alternate Dispute Resolution
Regulations (the “Regulations”), and the SAIIPL’s Supplementary
Procedure.
1.2 In accordance with the Regulations, the SAIIPL formally notified the
Registrant of the commencement of the Dispute on 13 March 2014. In
accordance with the Regulations the due date for the Registrant’s
Response was 10 April 2014. The Registrant submitted its Response
on 10 April 2014, and the SAIIPL verified that the Response satisfied
the formal requirements of the Regulations and the SAIIPL’s
Supplementary Procedure. The SAIIPL forwarded a copy of the
Response to the Complainant on 11 April 2014.
1.3 In

accordance

with

the

Regulations

the

due

date

for

the

Complainant’s Reply was 22 April 2014. The Complainant did not
submit any Reply.
1.4 The SAIIPL appointed three Adjudicators in this matter on 29 April
2014. The Adjudicators submitted their Statement of Acceptance and
Declaration of Impartiality and Independence, as required by the
SAIIPL

to

ensure

compliance

Supplementary Procedure.

with

the

Regulations

and
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1.5 On 9 May 2014 the parties were requested to comment on Annexure
SB7 to the Complainants Affidavit as there seemed to be a
discrepancy between what was stated in the Affidavit and the
annexure. On 9 May 2014 the Registrant stated that it had no
comment and on 14 May 2014 the Complainant confirmed that SB7
was an error and that it should have been the .co.za website and not
the .com website. These responses were communicated to the
Adjudicators.

2

Factual Background
2.1 The Complainant is the proprietor of the following trade mark
applications and registration:
•

Trade Mark Registration No. 2008/29067 SUPABETS in Class
28;

•

Trade Mark Application No. 2013/35711 SUPERBETS in Class
41;

•

Trade Mark Application No. 2013/35706 SUPABETS in Class 35;

•

Trade Mark Application No. 2010/11914 SUPERBETS in Class
28; and

•

Trade Mark Application No. 2012/14730 SUPABETS in Class 41.

2.2 The Complainant has been using its marks in relation to its business
being "betting and gaming services” since 2008 and has several
stores throughout South Africa bearing the trading name SUPABETS.
2.3 The Complainant is also the proprietor of a South African company
incorporated under the name SUPABETS (Pty) Ltd (registration
number 2012/08/5204/07.
2.4 The Complainant is the registrant of supabets.co.za. This domain
name was registered on 25 February 2009.
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2.5 On 18 Nov 2006 the domain superbets.co.za was registered and the
current Registrant is indicated as Lisa Haines. This is approximately 2
years before the earliest of the SUPABETS Trade Mark Applications
and approximately 4 years before the earliest of the SUPERBETS
trade mark applications by the Complainant.
2.6 Atlantic Sportsbet CC (hereafter “Sportsbet”) was established in 1989
and is the actual owner of the domain superbets.co.za, Mrs Elk, the
original Registrant in 2006, transferred superbets.co.za to Atlantic
Sportsbet CC in March 2013 (Lisa Haines is recorded as the
Registrant in error).
2.7 Several other TLD’s have SUPERBETS domain names registered by
parties unrelated to the parties in this adjudication. Likewise,
numerous parties unrelated to this adjudication use the terms “super”
and “bet” and “super bets” in respect of betting.
3

Parties’ Contentions
3.1 Complainant
3.1.1 The Complainant is of the opinion that the disputed domain
name is an abusive registration in the hands of the Registrant
as it is being used in a manner that takes unfair advantage of or
is unfairly detrimental to the Complainant’s right in its marks.
3.1.2 Complainant contends that the Registrant acquired the disputed
domain name primarily to rent or otherwise transfer the domain
name to a competitor of the Complainant for valuable
consideration in excess of the Registrant’s reasonable out of
pocket expenses directly associated with acquiring or using the
domain name.
3.1.3 The Complainant avers that the use of the disputed domain
name by the Registrant prevents the Complainant from
exercising its rights in its trade mark applications and trade
mark registration for SUPABETS and SUPERBETS.
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3.1.4

The Complainant contends that the registrant is using, or has
registered, the disputed domain name in a way that leads people
or businesses to believe that the domain name is registered to,
operated or authorised by, or otherwise connected with the
Complainant. The Complainant bases this assertion on the fact
that the disputed domain name is similar to the domain name
registered by the Complainant and used by the Complainant in
relation to its website, i.e. supabets.co.za. Accordingly, people
incorrectly typing “superbets”' instead of "supabets" are therefore
directed to the web site the Registrant, which may cause confusion
between the Complainant and its competitor.

3.2 Registrant
3.2.1

The Registrant concedes that the disputed domain name is similar
to the Complainant’s trade mark, but contends that the
Complainant’s rights to the trade mark are limited and that the
Complainant’s

marks

are

vulnerable

to

cancellation

and

opposition.
3.2.2

The Registrant concedes that the trade mark SUPABETS will be
pronounced as “super bets” and that it is essentially a laudatory
epithet. The Registrant claims that the Complainant’s rights to
“SUPER” and “BETS” only extend to the fanciful representation of
the two words as “SUPABET”.

3.2.3

The Registrant points out that the terms “super” and “bets” and the
phrase “super bets” are widely used in the industry.

3.2.4

The Registrant notes that the Complainant’s mark is registered in
class 28 in respect of sporting goods and that the Complainant’s
registered rights in respect of SUPABETS do not extent to the
services offered by the Registrant.

3.2.5

Lastly the Registrant points out that it had acquired several domain
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names which contain keywords descriptive of the services offered
by Sportsbet and that these domain names (like the disputed
domain name), are linked to the Sportsbet web site and that this
web site is displayed if any of these keywords are entered into a
search engine.

4 Discussion and Findings
4.1 The Complainant, in order to succeed, has to prove, on a balance of
probabilities, the following three elements, viz that –
(i) it has rights in respect of the mark SUPABETS;
(ii) its SUPABET mark is identical or similar to the disputed domain name,
namely, superbets.co.za; and
(iii) in the hands of the Registrant, the domain name is an abusive
registration.
4.2 Complainant's Rights
4.2.1

As noted above, the Complainant is the proprietor of the following
trade mark applications and registration:
Trade Mark Application No. 2013/35711 SUPERBETS in Class 41;
Trade Mark Application No. 2013/35706 SUPABETS in Class 35;
Trade Mark Registration No. 2008/29067 SUPABETS in Class 28;
Trade Mark Application No. 2010/11914 SUPERBETS in Class 28;
and Trade Mark Application No. 2012/14730 SUPABETS in Class
41.
The Complainant is also the owner of SUPABETS (Pty) Ltd.

4.2.2

Complainant accordingly has rights in respect of the mark and
trade name SUPABETS. The date of registration or the goods
and/or services for which it is registered, are all irrelevant for the
purpose of finding rights in a trade mark under this first element.
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4.2.3

The Registrant has conceded that the disputed domain name
superbets.co.za is similar to the Complainant’s mark SUPABET.
Although the Registrant’s concession renders both the effect of the
disclaimer (in relation to the word “BETS”) and the question
whether the mark SUPABETS acquired distinctiveness through
use moot, these issue will nevertheless be dealt with below.

4.2.4

A domain name which contains a common or obvious misspelling
of a trade mark normally will be held to be confusingly similar to
such trade mark, where the misspelled trade mark remains the
dominant or principal component of the domain name. “SUPER” is
a common or obvious misspelling of the work “SUPA” (this fact is
also conceded by the Registrant).

4.2.5

It has been held that where the entire textual component of a
complainant's trade mark has been disclaimed, or a word plus
design element in which the design element is found to be the sole
source of distinctiveness, then (absent a showing of acquired
distinctiveness through use of such a mark) the complainant may
lack any relevant rights under the UDRP in respect of such a
mark.1

4.2.6

The mark SUPABETS is endorsed with a disclaimer and an
admission. The exclusive rights to the word “BETS” individual and
separately and apart from the mark” have been disclaimed. This
does not affect the rights in the composite mark. The mark holder
admits that the registration of the mark will not debar others from
the bona fide descriptive use in the ordinary course of trade of the
word “SUPER”.

4.2.7

We conclude that the disputed domain name superbets.co.za is
similar to the mark SUPABETS.

1

	
  See	
  for	
  example	
  Comservice	
  SA	
  v.	
  Mdnh	
  Inc.,	
  Brendhan	
  Height	
  D2010-‐1591;	
  J2	
  Global	
  Communications,	
  
Inc.	
  v.	
  Ideas	
  Plus,	
  Inc.	
  D2005-‐0792.	
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4.3 Abusive Registration
4.3.1

The first issue to determine is whether the disputed domain name
was registered or otherwise acquired in a manner which, at the
time when the registration or acquisition took place, took unfair
advantage of or was unfairly detrimental to the Complainant's
rights.

4.3.2

When a domain name is registered before a complainant's reliedupon trade mark right is shown to have been first established, the
registration of the domain name would not be deemed to have
been in bad faith because the registrant could not have
contemplated the complainant's then non-existent right.

4.3.3

However, this argument falls away when that domain name is later
acquired by a third party. The transfer of a domain name to a third
party may be viewed as “otherwise acquired”.2 The disputed
domain name was acquired in March 2013 well after the
Complainant established its rights in relation to the mark.

4.3.4

The Complainant asserts that the disputed domain name was
registered primarily to prevent the Complainant from exercising its
rights. The disputed domain name incorporates the Complainant’s
mark. The Registrant uses the disputed domain name as a
keyword to point to its website offering services related to the
Complainant's services. The Registrant and the Complainant are
competitors. These factors indicate that the Registrant knew of the
Complainant's rights vesting in the mark and that the disputed
domain name was registered for the purpose complained of.

4.3.5

Therefore the majority of the Panel of Adjudicators finds, on a
balance of probabilities, that the disputed domain name was
registered primarily to prevent the Complainant from exercising its
rights.

2

	
  See	
  Intellogy	
  Solutions,	
  LLC	
  v.	
  Craig	
  Schmidt	
  and	
  IntelliGolf,	
  Inc.	
  D2009-‐1244).	
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4.3.6

Complainant contends that the Registrant acquired the disputed
domain name primarily to rent or otherwise transfer the domain
name

to

a

competitor

of

the

Complainant

for

valuable

consideration in excess of the Registrant’s reasonable out of
pocket expenses directly associated with acquiring or using the
domain name.
4.3.7

There is no evidence to support the allegation that the Registrant
acquired the disputed domain name primarily to rent or otherwise
transfer the domain name to a competitor of the Complainant.

4.3.8

The Complainant asserts that the disputed domain name is likely
to lead people and businesses to believe that such a domain name
is associated to the Complainant. The Registrant has noted that
the Complainant offered no example of such confusion. In
ZA2007/0003 and ZA2014-0164 it was held that it is not necessary
to prove actual confusion and that the potential or likelihood of
confusion would suffice. It was also held that confusion may be
inferred in situations where a Registrant registered a domain name
containing the Complainant’s name or mark together with a
generic term.

4.3.9

The Registrant, on its own admission, registered a domain name
that is similar to the Complainant’s mark and confusion may thus
be inferred. The parties are also competitors. Therefore the
Adjudicator finds, on a balance of probabilities, that the Registrant
has registered the disputed domain name in a way that leads, or
will lead, people and businesses to believe that it is registered to,
operated or authorised by, or otherwise connected with the
Complainant.

4.3.10 Based on the reasons and findings set out above, the majority of
the Panel of Adjudicators makes the overall finding that, in the
hands of the Registrant, the domain name superbets.co.za is an
abusive registration. It was registered in a manner, which, at the

Page: Page 10 of 16
SAIIPL Decision [ZA2014-0167]
.ZA Alternate Dispute Resolution Regulations
(GG29405)

time when the registration took place, took unfair advantage of the
Complainant’s rights, and it was unfairly detrimental to the
Complainant’s rights. The disputed domain name has also been
used in a manner that takes unfair advantage of the Complainant's
rights, and it is unfairly detrimental to the Complainant's rights.

5. Decision
5.1 For all the foregoing reasons, in accordance with Regulation 9, the
majority of the Panel of Adjudicators orders that the domain name
superbets.co.za be transferred to the Complainant.
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6. Discussion and findings of Adv Owen Salmon (dissenting)
6.1 The dissenting Adjudicator has read the judgment of his co-panellists
Prof. T Pistorius and Mr J Luterek. The conclusion to which he has
come is different from theirs. As required by Regulation 29(5) read
with Regulation 32(1) the dissentient view is to accompany the
concluding decision and is set out hereunder.
6.2 The dissentient Adjudicator’s view is premised on a number of basic
facts and principles. What follows is not referenced in any order of
priority or significance.
6.3 First, both parties are involved in the field of online betting. In this
context, the words “bet” and “bets” are entirely descriptive. Next, the
word “super” is also descriptive.

A conceivable reason why the

Complainant adopted the mark “SUPABETS”, as opposed to
“SUPERBETS”, is because it affords some element of distinctiveness
to what would otherwise be a completely descriptive mark – namely
“superbets”. This is underscored by the fact that the lone trade mark
registration for “SUPABETS” in the name of the Complainant,
registration number 2008/2067 in Class 28, is endorsed with
disclaimers of exclusive rights to the use of the word “bets” and the
word “super”.
6.4 Allied to this is the point (made by the Registrant) that the word
“superbets”, in itself, has an element of esoteric descriptiveness. The
following allegations are not dealt with by the Complainant:-3
“There are a number of persons, including bookmakers,
that use the term “superbets” (or “super bets”) to describe
their services or specific bets which are, in their view,
splendid or exceptional, extra good, large or of a higher
kind.

3

	
  	
  

For	
  that	
  matter	
  there	
  was	
  no	
  reply	
  by	
  the	
  Complainant	
  to	
  the	
  Registrant’s	
  response.	
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….
To provide but a few examples on how the words “super
bet” or “super bets” are used descriptively, attention is
drawn to but a few instances of such descriptive use on
betting and gambling-related websites, which appear
from a cursory internet search:
• On the website www.top-online-casinos.co.za, where it
is stated that “… you do not need to place a super bet
to play the game. To place the super bet the chip(s) in
the small circle between the normal bet areas. Super
bet wins if your 4 initial cards contain 2 or more cards
in the same kind…” (emphasis added)
• On the website www.thepundits.co.za, where it is
stated that “…I’ve suffered heartache of a last minute
try to ruin an (sic) 6-fold (6 individual bets combined
into one super bet)…” (Emphasis added); and
• On the website http://slotzar.co.za, where it is stated
that “[w]hen you activate your super bet to level 2, fox
pups can appear on all five reels” (emphasis added).”
… There are of course numerous other examples of such
descriptive use.

However, to avoid prolixity, addition

examples have not been included.”

6.5 What this would mean is that the scope for objection by the
Complainant, were its mark to be SUPERBETS, is quite limited.4
There is a fairly well-established principle in trade mark jurisprudence
(as that of the common law of passing-off) which holds that, at least,
absent the acquisition of secondary meaning, a trader who adopts a
descriptive business name runs the risk that other people will wish to
employ the same descriptive moniker, and must accept the attendant
consequences.

4

	
  	
  

I	
  ignore	
  for	
  purposes	
  of	
  the	
  present	
  discussion	
  the	
  reverse	
  onus	
  created	
  by	
  Regulation	
  5(c).	
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6.6 This position obtains, a fortiori in my view, in the context of the
address bar and its use in internet browsing.

There is negligible

scope for audial or phonetic confusion and equally so for visual
confusion

–

particularly

insofar

as

the

domain

selection

is

denominated by the exigencies of the ‘qwerty’ keyboard.5 Without
overstating the case, it strikes me as inconceivable – or, at least,
unreasonable - that a would-be online gambler would, bearing this in
mind, type SUPERBETS instead of SUPABETS. The law caters for
the average purchaser in the circumstances in question; it does not
pander to the unreasonable man, or for unreasonable scenarios.

A

“moron in a hurry”6 or the “victim of his own carelessness or
indifference”7 is not who any tribunal in question can be dealing with.
6.7 The domain in question was registered 2 years before the
Complainant, on its own evidence, commenced use of the mark
SUPABETS in relation to betting and gambling services. So, adoption
of the mark SUPERBETS can happen in the absence of any
knowledge of the mark SUPABETS.

It must also follow that the

original registration of the domain was not abusive as contemplated
by the regulations.

Whilst it is accepted that the acquisition by a

subsequent registrant of a domain can be tainted with abusiveness,
evidence is needed in this regard to sustain the contention. In any
event, this is not the basis of the objection by the Complainant, which
is that the domain name is abusive because it is:“Being used in a manner that takes unfair advantage
of, or is unfairly detrimental to the Complainant’s
right in its marks…”

5

	
  	
  

6

	
  	
  
	
  	
  

7

Yes,	
  there	
  is	
  imperfect	
  recollection	
  and	
  perception,	
  but	
  there	
  is	
  also	
  the	
  risk	
  from	
  	
  having	
  adopted	
  
a	
  descriptive	
  name.	
  
Newsweek	
  Inc.	
  vs	
  Broadcasting	
  Corporation	
  [1979]	
  RPC	
  441	
  at	
  446	
  per	
  Lord	
  Denning.	
  	
  
Online	
   Lottery	
   Sales	
   Pty	
   Ltd	
   v	
   National	
   Lotteries	
   Board	
   &	
   Another	
   2010	
   (5)	
   SA	
   349	
   SCA	
   at	
  
paragraph	
  54(e)	
  per	
  Heher	
  JA.	
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6.8 One last set of facts needs to be noted. The following allegations by
the Registrant are not dealt with by the Complainant:“There are, in addition, also numerous domain names
registered in the name of various third parties that incorporate
the words “super bets”, including inter alia the following:•

Supabet.com, registered on 6 May 2004 in the
name of John Petit and linked to the website
www.superbet.com, which appears to offer
betting and gambling related services;

•

Superbets.com, registered on 26 April 2000 in
the name of Marchex Sales LLC and linked to
the website www.bestsportsbetting.com, which
offers links to various online betting and
gambling services;

•

Superbets.net, registered on 31 January 2012
in the name of Edge Capital Investment Co.
and is linked to the website www.superbets.net,
which offers links to various websites, including
websites offering online betting and gambling
services;

•

Superbets.org, registered on 9 February 2013
in the name of Khary Holland and which does
not appear to be linked to any website;

•

Superbet.co.za, registered on 7 August 2006 in
the name of Daniel Carter and which does not
appear to be linked to any website; and ….”

6.9 In relying on the various indiciae for possibly abusive registrations in
terms of Regulation 4, the Complainant contends that the Registrant
acquired the domain name primarily to:•

rent or otherwise transfer the domain name to a
competitor of the Complainant for valuable consideration
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in excess of the Registrant’s reasonable out of pocket
expenses directly associated with acquiring or using the
domain name. However, there is no evidence to support
this allegation. The fact that the domain name in question
merely points to the Complainant’s operating website
<sportsbets.co.za> is neither here nor there in this regard.
•

Furthermore, it is contended, the use of the domain name
prevents the Complainant from exercising its rights in its
trade mark applications and registration for SUPABETS
and SUPERBETS.
understand.

The contention is difficult to

The Complainant has one trade mark

registration which is the mark SUPABETS in Class 28
covering sporting goods.

It is entitled to exercise the

rights flowing from that registration in terms of the Trade
Marks Act, and the Registrant’s domain has no part to
play in the exercise of those rights. On the other hand,
trade mark applications afford no rights, and the
contention in this regard requires no consideration.
•

Finally, it is contended, the Registrant is using, or has
registered, the domain name in a way that leads people or
businesses to believe that the domain name is registered
to, operated or authorized by, or otherwise connected with
the Complainant.

This is based on the fact that the

domain name is similar to the domain name registered by
the Complainant and used in relation to its website, so that
the allegation proceeds, incorrectly typing “SUPERBETS”
instead

of

“SUPABETS”,

one

is

directed

to

the

Complainant’s competitor and not to the Complainant,
which

may

also

cause

confusion.

The

dissenting

Adjudicator has dealt with the question of confusion above
and is not persuaded by the contention.
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6.10 For these reasons, the dissenting Adjudicator does not agree that the
domain is abusive and would not order its transfer.

………………………………………….
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