An Adjudicator Decision

Decision Date:

15 September 2014

Disputed Domain Names:

rise-n-shine.co.za

Domain Name Registrant:

Matodzi Makananisa

Registrant‟s Legal Council:

N/A

First Complainant:

Tame Communications (Pty) Ltd

Second Complainant

Tame Times (Pty) Ltd

Complainants‟ Legal Council:

N/A

ADR Service Provider:

The Arbitration Foundation of Southern
Africa

2

1. Legislative Background
The Arbitration Foundation of Southern Africa (AFSA) has been appointed as a
service provider for .co.za domain name disputes in terms of Government Gazette
No. 8587 dated 22 November 2008. This Government Gazette details regulations
promulgated under the Electronic Communications and Transactions Act 25 of
2002 which govern .co.za domain name disputes (hereinafter “the regulations”).
The following decision is made in terms of the regulations above.

2. Procedural History
a) The internet domain name in dispute is:


rise-n-shine.co.za

b) The Complainants filed their complaint with the AFSA secretariat on 12 July
2014. The AFSA secretariat established that the dispute satisfied the formal
requirements of the regulations.
c) In accordance with the regulations, the AFSA secretariat transmitted by
facsimilie to UniForumSA on 15 July 2014 a request for the registry to
suspend the disputed domain name, in order to prevent its transfer.
d) AFSA formally notified the Registrant of the dispute on 15 July 2014. The due
date for the Registrant‟s response in terms of regulation 18(1) was 12 August
2014.
e) On 15 July 2014, the Complainants notified AFSA that they wished to submit
amended documentation, as the original Form A and supporting documents
were defective in respect of some information provided.
f) On 25 July 2014, the AFSA Secretariat received the amended documentation.
g) The AFSA secretariat established that the amended documentation satisfied
the formal requirements of the regulations, and forwarded such amended
documentation to the Registrant. The due date for the Registrant‟s response
was consequently extended to 22 August 2014.
h) The AFSA secretariat notified UniForum SA by facsimilie of the amended
information received from the Complainants and the extended dates for receipt
of a response from the Registrant.
i) No response from the Registrant was received. AFSA advised the Registrant
of his default and appointed an Adjudicator in the matter on 27 August 2014.
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j) The Adjudicator received only the amended Form A and supporting
documentation as submitted by the Complainants on 25 July 2014.
k) The Adjudicator submitted to AFSA his acceptance of the appointment, and
his statement of impartiality and independence as required by the regulations.

3. Factual Background

a) The following facts are undisputed and the Adjudicator accepts them for the
purposes of this adjudication.
b) The first and second Complainants respectively are Tame Communications
(Pty) Ltd and Tame Times (Pty) Ltd.
c) Both first and second Complainants are companies that are registered in terms
of the Company Laws of the Republic of South Africa. Their respective
company registration numbers are 2009/008522/07 and 2009/014001/07.
d) Both first and second Complainants have places of businesses at 91 Michelle
Avenue, Randhardt, Alberton.
e) LGM Rise and Shine Trading Enterprises cc (hereinafter LGM Rise) is a close
corporation incorporated in the Republic of South Africa and run by the
Registrant.
f) LGM Rise published and distributed two community newspapers known as
“Rise „n Shine” in certain areas of Limpopo Province.
g) The newspaper name “Rise „n Shine” was commonly associated with the logo
of half a sun, a man in the “I” related to “Rise „n Shine” and slogans
including the words “What‟s your Story”.
h) The mark “Rise „n Shine” is not a formally registered trademark. Any rights
therein arise out of common law.
i)

The Complainants entered into negotiations with the Registrant and LGM
Rise. Agreement was reached on the following points in March 2014.
i) Tame Communications (Pty) Ltd acquired the name, rights and title
to the two community newspapers with title “Rise „n Shine” which
had previously been published and distributed by LGM Rise
through various districts in the Limpopo Province of South Africa;
ii) LGM Rise assigned to Tame Communications (Pty) Ltd the
unregistered common law mark “Rise „n Shine” as well as logos
and slogans associated therewith (see (g) above);
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iii) Tame Communications (Pty) Ltd granted to Tame Times (Pty) Ltd
an exclusive license to use and exploit the unregistered common
law mark “Rise „n Shine” as well as logos and slogans associated
therewith in the marketing of newspapers;

iv) The Registrant would become an employee and shareholder of
Tame Times (Pty) Ltd. He also agreed to be bound by a restraint of
trade agreement between himself and Tame Times (Pty) Ltd.
v) Payments of sums of money in terms of the various agreements
between the parties.
j) The various agreements between the parties were implemented;
k) Tame Times (Pty) Ltd commenced publishing and distributing community
newspapers under the name “Rise „n Shine”;
l) The Registrant took up his employment with Tame Times (Pty) Ltd and
received his remuneration;
m) Payments between the parties were effected in terms of the agreements
between them;
n) The Registrant was subsequently suspended and dismissed from his
employment with Tame Times (Pty) Ltd, supposedly for participating in the
establishment of a competitor newspaper;
o) The Registrant continues to hold the domain name “rise-n-shine.co.za” despite
the various agreements between the parties;

4. The Parties Contentions
a) Complainant
i.

Tame Communications (Pty) Ltd is entitled to use the domain name “rise-nshine.co.za”.

ii.

The domain name “rise-n-shine.co.za” forms part of what was acquired by
Tame Communications (Pty) Ltd in the various agreements between the
Registrant and the Complainants;

iii.

In terms of a license agreement between the parties, Tame Communications
(Pty) Ltd granted an exclusive license to Tame Times (Pty) Ltd to use and
exploit the “Rise „n Shine” mark for purposes of the publication and
distribution of newspapers bearing that mark within agreed territorial areas.
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iv.

The Registrant‟s use of the domain name is contrary to the agreements
between the Complainants and the Registrant.

b) Registrant
i)

The Registrant did not submit any response in terms of the regulations.

5.

Adjudicator’s Findings:

a) In terms of section 3(1) of the regulations:
A registrant must submit to proceedings under the rules if a complainant
asserts, in accordance with the procedure, that –
a) The complainant has rights in respect of a name or mark which is
identical or similar to the domain name, and in the hands of the
registrant the domain name is an abusive registration; or
b) The domain name in the hands of the registrant is an offensive
registration

b) In terms of section 3(2) of the regulations:
The complainant is required to prove on a balance of probabilities to
the adjudicator that the required elements of regulation 3(1) are
present.

c) From the above, the Complainant must only prove on a balance of
probabilities that he/ she has rights in respect of a name or mark which is
identical or similar to the domain name in dispute.

d) In earlier precedents, it has been held that the bar to proving rights in a mark
for the purposes of a domain name dispute should be “fairly low”1.
e) The Adjudicator finds that, in the absence of any evidence to the contrary, the
signed agreements between the parties, which have been submitted as

1

See ZA2011-0077 (xnets.co.za) at page 9

6
appendices to the Form A, are adequate to prove that the Complainants have
rights in the mark “Rise „n Shine” in so far as such rights relate to this dispute.
f) The “Rise „n Shine” mark is identical or at least similar to the domain name in
dispute as contemplated by section 3(1)a of the regulations.

g) Per section 4(1)a of the regulations, some of the factors which may indicate
that a domain name registration is abusive, are circumstances indicating that
the Registrant has registered the domain name primarily to:




Block intentionally the registration of a name or mark in which the
complainant has rights;
Disrupt unfairly the business of the complainant;
Prevent the complainant from exercising his, her or its rights.

h) Per section 5 of the regulations, factors which may indicate that the domain
name is not an abusive registration include:
(a) Before being aware of the complainant‟s cause for complaint, the
registrant has:
i.

ii.

iii.

Used or made demonstrable preparations to use the domain
name in connection with a good faith offering of goods or
services;
Been commonly known by the name or legitimately
connected with a mark which is identical or similar to the
domain name;
Made legitimate non-commercial or fair use of the domain
name.

(b) The domain name is used generically or in a descriptive manner
and the registrant is making fair use of it;
(c) That the registrant has demonstrated fair use..... provided that the
burden of proof shifts to the registrant to show that the domain
name is not an abusive registration if the domain name is identical
to the mark in which the complainant asserts rights, without any
additions.
i) In the current matter, the Adjudicator took his own notice of the domain in
dispute by accessing it on the internet. He noted that the internet domain is not
in use. Per the regulations, fair use of the domain name would have been one
of the factors which might have indicated to the Adjudicator that the
registration is not abusive.
j) In the Adjudicators view, the growth of any commercial concern in the
internet age is assisted by an online presence. Most businesses choose a
domain name which is identical or similar to their trading name. The domain
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name in dispute is virtually identical to the mark in which the Registrant has
assigned his rights to the first Complainant.
k) In light of the above, the Adjudicator feels that the Registrant‟s continued
control of the domain name rise-n-shine.co.za would disrupt unfairly the
business of the Complainants as contemplated by regulation 4(1)(a)(iii).
l) In the light of his relationship and signed agreements with the Complainant, it
also seems likely that the Registrant would have realised that his continued
control of the domain name in dispute might disrupt the businesses of the
Complainants.
m) The Adjudicator draws a negative inference from both the fact that the
disputed domain name is not in use at all and the fact that the Registrant has
not submitted any response in terms of these proceedings.
n) For all of the abovementioned reasons, the Adjudicator finds that the
registration of the domain name “rise-n-shine.co.za” in the hands of the
Registrant satisfies the requirements set out in the regulations for an abusive
registration
o) Consequently the Adjudicator orders the domain name “rise-n-shine.co.za”
transferred to the Complainants per section 9 of the regulations.

Hilton Karnovsky
For the Arbitration Foundation of Southern Africa
15 September 2014

